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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1 . 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 32 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 32 lacks the necessary physical articles or objects to constitute a machine 
or a manufacture within the meaning of 35 USC 101 . They are clearly not a series of 
steps or acts to be a process nor are they a combination of chemical compounds to be 
a composition of matter. As such, they fail to fall within a statutory category. They are, at 
best, functional descriptive material perse. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 
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3. Claims 15-22, 31-38 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Lapstun et al. (US 7,623,713 B2), hereinafter "Lapstun". 

As per claim 15, Lapstun teaches a computer program product for generating an 
electronic document comprising: 

• "a computer usable medium having computer usable program code embodied 
therewith, the computer usable program code comprising: computer usable program 
code configured to defined the electronic document" at Col. 7 lines 20-30; 

• "in which the computer usable program code comprises first and second portions of 
data" at Col. 7 lines 20-53; 

• "in which the first portion of data defines the content of the electronic document" at 
Col. 7 lines 20-25; 

• "and the second portion comprises data relating to a pattern of position identification 
marking such that when the electronic document is printed, a pattern reading device 
is able to determined its position relative to position identification marking" at Col. 9 
line 60 to Col. 10 line 13; 

• "in which the computer usable program code comprises a single data file with the 
first and second data portions being embedded within the data file" at Col. 14 lines 
11-67. 



As per claim 16, Lapstun teaches the computer program product of claim 15 
which is written such that the computer usable program code can be converted from 
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one format to other formats without losing any of the information from the electronic 
document" at Col. 31 lines 25-50. 

As per claim 17, Lapstun teaches the computer program product of claim 15, in 
which "the second portion of data comprises metadata and in which the computer 
useable program code includes one or more controls which control the way in which the 
second portion of data is converted between formats to preserve the pattern" at Col. 11 
lines 20-65 and Col. 31 lines 25-50. 

As per claim 18, Lapstun teaches the computer program product of claim 16, in 
which the second portion of data comprises metadata and in which the computer usable 
program code includes one or more controls which control the way in which the second 
portion of data is converted between formats to preserved the pattern" at Col. 1 1 lines 
20-65 and Col. 31 lines 25-50. 

As per claim 19, Lapstun teaches the computer program product of claim 15, in 
which the data in the second portion comprises anyone or more of the following: 
data from which an algorithm or the like can generate the pattern; co-ordinates or other 
metadata identifying the portion of the position identification marking" at Col. 12 lines 
10-65. 

As per claim 20, Lapstun teaches the computer product of claim 16, in which 
"the data in the second portion comprises anyone or more of the following: data from 
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which an algorithm or the like can generate the pattern; co-ordinates or other metadata 
identifying the portion of the position identification marking" at Col. 12 lines 10-65. 

As per claim 21, Lapstun teaches the computer program product of claim 17, in 
which "the data in the second portion comprises anyone or more of the following: data 
from which an algorithm or the like can generate the pattern; co-ordinates or other 
metadata identifying the portion of the position identification marking" at Col. 12 lines 
10-65. 

As per claim 22, Lapstun teaches the computer program product of claim 18, in 
which "the data in the second portion comprises anyone or more of the following: 
data from which an algorithm or the like can generate the pattern; co-ordinates or other 
metadata identifying the portion of the position identification marking"at Col. 12 lines 10- 
65. 

As per claim 23, Lapstun teaches the computer program product of claim 15, in 
which "the at least one portion providing the position of the position identification 
markings within the electronic document and/or data identifying the content of the 
position identification marking in the electronic document is provided in XML" at Col. 30 
lines 5-40. 

As per claim 24, Lapstun teaches the program product of claim 16 in which "the 
at least one portion providing the position of the position identification markings within 
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the electronic document and/or data identifying the content of the position identification 
marking in the electronic document is provided in XML" at Col. 30 lines 5-40. 



As per claim 31, Lapstun teaches the program product of claim 15 in which "a 
schema is provided" at Col. 30 lines 5-40. 

As per claim 32, Lapstun teaches a system for producing electronic documents 
comprising: 

• "mean for receiving the content of the electronic document" at Col. 9 lines 45-55 
and Figs. 1, 25-26; 

• "means for receiving data defining a pattern of positional markings allocated to at 
least a portion of the document" at Col. 9 line 66 to Col. 10 line 13; 

• "means for generating data structure defining the electronic document which data 
structure comprises first and second portion of data, the first portion of data 
defining the content and the second portion of data relating to the pattern" at 
Col. 14 lines 10-67 and Figs. 1, 25-26. 

As per claim 33, Lapstun teaches a method for generating an electronic 
document comprising: 

• "creating an electronic file and storing in that file data and metadata, the data 
defining at least some content" at Col. 9 lines 45-55 and Figs. 1 , 25-26; 
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• "and the metadata relating to a pattern of position identification markings arranged to 
allow a pattern reading device to determined its position within the position 
identification markings" at Col. 9 line 66 to Col. 10 line 13, 

• "the electronic file capable of generating an electronic document" at Col. 14 lines 1 0- 
67 and Figs. 1, 25-26. 

As per claim 34, Lapstun teaches the method of claim 33, in which "a file 
embedding mechanism is used to embed metadata within the electronic document" at 
Col. 11 lines 20-65. 

As per claim 35, Lapstun teaches the computer program product of claim 15, in 
which "the pattern reading device is a digital pen" at Col. 12 lines 12-22. 

As per claim 36, Lapstun teaches the method of claim 33, in which "the pattern 
reading device is a digital pen" at Col. 12 lines 12-22. 

As per claim 37, Lapstun teaches the computer program product of claim 31 , in 
which "the schema is an XML schema" at Col. 30 lines 5-12. 

As per claim 38, Lapstun teaches the method of claim 34, in which "the 
metadata is XML metadata" at Col. 30 lines 5-12. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 23-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lapstun as applied to claims 15-22, 31-38 above, and in view of Ethier et al. (US 
7,653,876 B2), hereinafter "Ethier". 

As per claim 23-30, Ethier does not teach "the second portion of data is 
provided in XML" as claimed. However, Either teaches an electronic document includes 
a first portion and a second portion, wherein a second portion is provided in XML at Col. 
3 lines 30-50. Thus, it would have been obvious to one of ordinary skill in the art at the 
time of the invention was made to combine Ethier with Lapstun so that "the document 
can be transformed back and forth between a binary format and a markup language 
format without loss of desired information" as suggested by Ethier at Col. 4 lines 58-65. 



Response to Arguments 

9. Applicant's arguments filed March 18, 2010 have been fully considered but they 
are not persuasive. The examiner respectfully traverses applicant's arguments. 
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Rejection under 35 U.S.C §101: 

In view of applicant's amendment to the specification. Tine 101 rejection to claim 
15 has been withdrawn. 

Regarding claim 32, applicant argued that the claim contain physical article or 
objects to constitute a machine or manufacture within the meaning of 35 U.S.C 101 . 
However, all portions of the specification referred to by applicant indicate that the 
means recited in the claim are implemented using software, for example, "graphic user 
Interface", "printer driver" are software components. Therefore, the claimed system 
recited in claim 32 is software per ser, lacks the physical article or objects to constitute a 
machine or manufacture within the meaning of 35 U.S.C 1 01 . 

Rejection under 35 U.S.C SI 02(e) 

Regarding claims 15, 33, applicant argued that "Lapstun is silent on providing a 
single data file that includes these terminal elements within the data file". On the 
contrary, Lapstun clearly teaches at Col. 14 lines 11-67 the page instance 830 (i.e. 
"single data file"), which consists of "a set of terminal element instance" and the "Page 
ID 50" encoded in tags. Lapstun further teaches: "each page instance 830 describes a 
single unique printed netpage 1, and record the page ID 50 of the netpage" at Col. 14 
lines 45-46. As seen at Fig. 1 reproduced below, each netpage is the printed copy of the 
page instance 830, and includes first portion ( element 2 of Fig. 1) of data defines 
content of the document and second portion (element 3,4 of Fig. 1) comprises data 
relating to a pattern of position identification markings as claimed. 
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Regarding claim 32, Applicant argued that "Lapstun is silent on creating a single 
data file that includes content of the electronic document and data relating to a pattern 
of position identification marking" , it is noted that the features upon which applicant 
relies (i.e., "creating a single data file") are not recited in the rejected claim 32. Although 
the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 
(Fed. Cir. 1993). On the other hand, as discussed above. Lapstun teaches the page 
instance 830 (mapped to the claimed "data structure") comprise first and second 
portions of data and therefore anticipated the claimed limitation. 
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Regarding claims 17 and 18, Applicant argued that Lapstun only teaches 
converting the document from one format to another but does not teach "converting a 
second portion of data comprising metadata from one format to another". On the 
contrary, the examiner respectfully submits that Lapstun document includes first and 
second portions of data, therefore , converting the document from one format to another 
format is same as converting second portion of data from one format to another format 
as claimed. 

Regarding claim 19-22, Applicant argued that Lapstun does not teach or suggest 
"in which the data in the second portion comprises any one or more of the following: 
data from which an algorithm can generate the pattern; co-ordinates or other metadata 
identifying the portion of the position identification marking". On the contrary Lapstun 
teaches at Col. 12 lines 10-16 that each of the tag (i.e. "data in the second portion") is 
encoded with data which is used to identifying the portion of the position identification 
marking (i.e. scale, aspect ration, rotation, axis, spatial relationship, distortion etc.") 
Lapstun therefore teaches that the second portion comprise "other metadata identifying 
the portion of the position identification marking as claimed. 
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Conclusion 

1 0. Applicant's amendment necessitated tlie new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Khanh B. Pham whose telephone number is (571) 272- 
41 16. The examiner can normally be reached on Monday through Friday 7:30am to 
4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on (571) 272-3978. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Khanh B. Pham/ 
Primary Examiner 
Art Unit 2166 

April 13 2010 



